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TIME IN: 
TIME OUT: 



Name 


Fax Number 


Phone Number 


Examiner Daniel I. Walsh - 


571-273-8300 


571-272-2800 


U.S. Patent and Trademark Office 







FROM: Kirk Dorius 



PHONE: 602-382-6544 



RE: 

MESSAGE: 

Attached is the Terminal Disclaimer for Serial No. 10/710,309 



ORIGINAL DOCUMENT: Will not be sent 



CONFIRMATION NO. 



PLEASE RETURN TO: 



REQUESTOR: 



NUMBER OF PAGES (Including Cover):(^ J? 
CLIENT MATTER NO.: 70655.1500 



S.Bowman/l6S02 PERSONAL FAX: 



Kirk Dorius 



DIRECT LINE: 



No 

602-382-6544 



IF YOU HAVE NOT PROPERLY RECEIVED THIS TELECOPY, PLEASE CALL US AT (602) 382-6075. 

OUR FACSIMILE NUMBER IS (602) 382-6070. 



BEST AVAILABLE COPY 

THE INFORMATION CONTAINED IN THIS FACSIMILE MESSAGE IS ATTORNEY PRIVILEGED AND CONFIDENTIAL INFORMATION INTENDED ONLY FOR 
THE USE OF THE INDIVIDUAL OR ENTITY NAMED ABOVE. IF THE READER OF THIS MESSAGE IS* NOT THE INTENDED RECIPIENT, OR THE 
EMPLOYEE OR AGENT RESPONSIBLE TO DELIVER |T TO THE INTENDED RECIPIENT. YOU ARE HEREBY NOTIFIED THAT ANY DISSEMINATION. 
DISTRIBUTION OR COPYING OF THK> COMMUNICATION IS STRICTLY PROHIBITED. IF YOU HAVE RECEIVED THIS COMMUNICATION IN ERROR, 
PLEASE IMMEDIATELY NOTIFY US BY TELEPHONE, AND RETURN THE ORIGINAL MESSAGE TO US AT THE ABOVE ADDRESS VIA THE U.S. POSTAL 
SERVICE THANK YOU. 



177834 5.1 



PAGE 1/6 ' RCVD AT 4/21/2006 6:39:02 PM [Eastern Daylight Time] 1 SVR:USPTO-E FXRF-2/12 1 DfflSOTOO ' CSID:602 382 6070 1 DURATION (mm-ss):02-08 



APR 21 2006 15:40 FR SNELL UILMER PHX 3 602 382 G070 TO 915712738300 



P .02 




TRANSMITTAL 
FORM 

fre used for aff COrtoGponfencQ after i/tiM filing) 



PTOTSB/21 (09-04) 
AppTCVOd tor uae through 07/31/3009. OMB 0651-0031 
U.S. Pelim and Ti^tanwk'OlBce; U.3. D6PARTMENT OF COMMERCE 



Application Number 



Fifing Date 

First Named inventor 



Art Unit 



Examiner Name 



Total Number Of Pagaa in This Submission 



Attorney Docket Number 



10/710,309 




July 1,2004 



=tECEIV 



David S. Bonnie, at al. 



2876 



□ante) I- Wateh 



^ RAL FAX 

I^PR2 1 



70655,1500 



Fee Transmittal Form 
[Zl Foe Attached 

Amendment/Reply 

O After Final 

CH Affldavits/dedaralion(s) 

Extension of Time Request 

Express Abandonment Request 

Information Disclosure Statement 



Certified Copy of Priority 
Documenl(s) 

Reply Lo Missing Parts/ 
Incomplete Application 

□ Reply to Missing Parts 
under 37 CFR1.52 or 1.53 



ENCLOSURES (Check sit tftat epply) 

□ 
□ 



Drewing(s) 

Licensina-relaled Papers 



Petition 

Petition to Convert to a 
Provisional Application 
Power of Attorney, Revocation 
Change of Correspondence Address 

Terminal Disclaimer 
Request for Refund 

CD, Number of CD(s) 

|^ 1 Landscape Table on CD 



Alter Allowance Communication to TC 

Appeal Communication to Board 
of Appeals and Interferences 

Appeal Communication to TC 
(Appeal NotteB, Brief, Reply Brief) 

Proprietary information 
Status Letter 

Other Enclosures) (please Identify 
below): 



1 Remarks 



Firm Name 



Signature 



Printed name 



Date 



SIGNATURE OF APPLICANT, ATTORNEY, OR AGENT 

SNELL & WILMER, LLP, 400 East Van Buren, Phoenix, Arfcena 85004-2202 



KirK Dorivs 



April 21,2005 



Reg. No. 1 54 073 



r CERTIFICATE OF TRANSMISSION/MAILING 


l hereby certify that this correspondence Is being facsimile transmitted to the USPTO or deposited with the United States Postal Service with 
sufficient postage as first class mall In an envelope addressed to: Conimfcsicner for Patents, P.O. Box 1450, Alexandria. VA 22313-1450 on 


Signs Ure 


JOJL A- 


Vjyped or printed name 


Sheia Bowman 


| Dale 


Aprfl 21. 1006 



TN» collection of irformation is required by 37 CPR 1 .5. The information is required to obtain or retain a benefit by the public which is to t3a (erri by eve US^TO to 
process) en appScatton. Contldendaltty ia governed by 35 US,C. 122 and 37 CFR 1.11 and1.14. T«s conedJon'ia estimated to 2 hoo« to comptele, <ndudmg 
gathering preparing, and submitting the completed appticaiion form to me USPTO. Time vxSl vary downing upon the Individual case-Any °™? e * a ° ft ™! 
amourrl of time you require to complete thfc fOW end/or auogefriJons for reducing tN* bwdan, should be gem to ^J^^' 3 ^^?^^^^^^ 
Trademark OfDce. U.S^Depanmert of Commarce. P.O. Box 1450, Alexandria. VA 22313-1450, DO NOT SEND FEES OR COMPLETED PORMS TO THIS 
address. 8ENO TO: Commissioner for Patents, P.O. Box 1450, Alexandria. VA 22313-1460. 

ffyou need assfstenoe in completing trie form, caff 1-800-PTO9199 end setter option 2. 
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l. 



Under the! 



>rk Reduction Ad of 199i 



>reonfl are required to 



Fees pOttUBflt fa the Consotktehd Approptotians Ac j 2005 (H .R. 491 B), 

FEE TRANSMITTAL 

For FY 2006 



PTQ/SB/17 (01-O6) 
Approved for use tnrougri 07/31/2008. OMB 0651-0032 
U.S. Potent and Trademark Office; U.S. DEPARTMENT OF COMMERCE 
I to a collection of inf ormation urjogB * displays a vaftd OMB controt numb er 

Complete If Known 



Application Number 



Filing Date 



First Named inventor 



□ Applicant claims small entity status. See 37 CFR 1-27 
TOTAL AMOUNT OF PAYMENT | ($) 130.00 

METHOD OF PAYMENT (check all that 

I I Check CU Credit Card d] Money Order Dnouc 

\ y | Deposit Account Deposl Account Number: 1 fl-?B1 4 



Examiner Name 



Art Unit 



Attorney Docket No. 



10/710,309 



July 1.2004 



David S. Bonalle, et al. 



RECEIVED 



Daniel I. Walsh 



"CENTRAL FAX CENTER 

|APR 2 1 2006 i. 



2876 



70655.1 SOD 



I Other (please identify); 



Deposit Account Name* s j^ggll & Wilmer LLP 



For Ihe Btoove^cenbtTed deposit account, the Director Is hereby authorized to: (check all that apply) 
| | Charge fee(s) indicated betgw [/] charge feeis) indicated below, except for the filing fee 

0 Charge any additional fee(s) or underpayments of fee(s) Vj\ Cred , t art y overpayments 
under 37 CFR 1.16 and 1.17 1 — 1 _ .. , 

WARNING: Information on thb term may become public* CredK card Information ehouW not 0# included on this farm. Provide cied* own 
i nflation g»d auttinrfantlon on PTP-ZOaa, 

FEE CALCULATION (All the feed below are due upon filing or may be subject to a surcharge.] 



1. BASIC FILING, SEARCH, AND EXAMINATION FEES 



FILING FEES 

small Entity 

Feeja 



SEARCH FEES 

small Entity 
Fee ft) 



ApiW T ?tf <»» Type 

Utility 300 150 500 250 

Design 200 100 100 50 

Plant 200 100 300 150 

Reissue 300 150 500 250 

Provisional 200 100 0 0 

2. EXCESS CLAIM FEES 
Foe Description 

Each claim over 20 (including Reissues) 
Each independent claim over 3 (including Reissues) 
Multiple dependent claims 
Total Claims Extra Clalma Foeffl Efifl Pfitf ft) 

- 20 or HP ~ x ,= 

HP = Nflhest number Of total clalrna paid far. if greater than 20. 
Indop. Clalma Extra Claims Fee C» 
- 3 or HP = X 



EXAMINATION FEES 
Foe (%\ 



Fees Paid i%\ 



fwffl 


Small Entito 


FeeXSJ 


50 


25 


200 


100 


360 


180 




ADenrJBjrtCfcsJrns 


FW ft) 


pee Paid } 



Fee PaWl (%) 



HP " hlgneal number of independent Claims pelO for, If greater than 3. 

3 APPLICATION SIZE FEE 

"if the specification and drawings exceed 100 sheets of paper (excluding electronically filed sequence or computer 

listings under 37 CFR 1.52(c)), the application size fee due is $250 ($125 for small entity) for each additional 50 

sheets or fraction thereof. Sec 35 U.S.C. 41(aXlXG) and 37CFR U«a). ^ _ 
Total Shasta Extra Sheets Number of each additional SO or fraction merger 



Ppl djfl 



-100" 



/50 = 



(round up (0 a whole number) x 



4. OTHER FEE<S) . 

Non-English Specification, $130 fee (no small entity discount) 

Other (e.g., late filing surcharge): Terminal Disclaimer. 



Few Paid (to 



130.00 
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•• • 
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» 
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• * 
t 

t t 
\ 
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^ < 



SUBMITTED BY 



Signature 



Name (PrlnVType) 



Registration No 

(Attorney/Agom) 



Kirk Donue 



Telephone (§Q2) 382-6544 



Date April 21,2006 



Thb coiedion of information is required by 37 CFR 1.1*6. The informafion is require* to obtain or retain a benefit by lha pufilk ; wnteh I* tofBe (and by the 
USPTOtOpfCOe»)anappfoauoa Confiderrtiality i* governed Oy 3S U.S.C. 122 and 37 CFR 1.14. Tnls collection to e^eted to lata i 30 rrtmrtos to compleiia 
Including gatherina preparing, and aubrnttting the completed ep pPcaPon form to ine USPTO. Time vil vary deperrfng UPW individual case. Am* cotnmenfc 
en IN* amount of time you require to complete tnls form and/or suggestions for reducing trts burden, should [be ^sent ^ ttw C^HnJorrirafio^ 
and Trademark Office, U.S. Department ofCctrunerco. P.O. BOX WS0. Alexandria VA 2231 3-1450. DO NOT SEND FEE* OR COMPLETED FORMS TO THIS 
ADDRESS. SEND TO: Commissioner for Patent*, P.O. Box 1450, Alexandria, VA 22313-H50- 

Ifyov need assistance to completing toe form, call 1-800-PTO91B9 and ssisci option Z 
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RECEIVED t 

CENTRAL FAX CENTEjR 

CERTIFICATE OF TRANSMISSION PURSUANT TO 37 C-F.R. § 1.8 Af> R 2 1 2006 ; l 



I hereby certify that this correspondence is being transmitted via facsimile to the United States 
Patent and Trademark Office at (571) 273-8300 and is addressed to: Mail Stop Amendment, 
Commissioner for Patents, P.O. Box 1450, Alexandria, VA 22313^1450, op: 

Data: Apji&j , 2006 By. / ^cUU l } J< r r^r— ~ - 



IN THE UNITED STATES PATENT AND TRADEMA RK OFFICE 

PATENT 

Inventors): David S. Bonalle, et al. Docket No.: 70655.1500 

Serial No.: 10/710,309 Confirmation No.: Group Art Unit 2876 

4308 

Filing Date: July 1,2004 Examiner: Walsh, Daniel I. 

Title METHOD FOR BIO METRIC SECURITY USING A SMARTCARD- 

READER 

TERMINAL DISCLAIMER TO OBVIATE 
A PROVISIONAL DOUBLE PATENTING REJECTION 
OVER CO-PENDING APPLICATION 

Mail Stop Amendment 
Commissioner of Patents 
P.O. Box 1450 
Alexandria, VA 22313-1450 

Dear Commissioner: 

The owner, American Express Travel Related Services Company, Inc., of 100% 
interest in the instant application hereby disclaims, except as provided below, the 
terminal part of the statutory term of any patent granted on the instant application which 
would extend beyond the expiration date of the full statutory term of any patent granted 
on the pending reference Application Number 10/710,307 which was filed on Julyl, 
2004 and Application Number 10/710,308 which was filed on July 1, 2004, as such term 
is defined In 35 U.S.C. §§ 154 and 173, and as the term of any patent granted on said 
reference applications may be shortened by any terminal disclaimer filed prior to the 
grant of any patent on the pending reference applications. The owner hereby agrees 
that any patent so granted on the instant application shall be enforceable only for and 

during such period that it and any patent granted on the reference applications are 

AmExp. 20051318 
1824063.1 
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Serial No. 10/710,309 
Attorney Docket No. 70655.1 500 

commonly owned. This agreement runs with any patent granted on the instant 
application and is binding upon the grantee, its successors or assigns. 

In making the above disclaimer, the owner does not disclaim the terminal part of 
any patent granted on the instant application that would extend to the expiration date of 
the full statutory term as defined in 35 U.S.C. §§ 154 and 173 of any patent granted on 
said reference application, "as the term of any patent granted on said reference 
application may be shortened by any terminal disclaimer filed prior to the grant of any 
patent on the pending reference application," in the event that any such patent granted 
on the pending reference application: expires for failure to pay a maintenance fee, is 
held unenforceable, is found invalid by a court of competent jurisdiction, is statutorily 
disclaimed in whole or terminally disclaimed under 37 C.F.R. § 1.321, has all claims 
canceled by a reexamination certificate, is reissued, or is in any manner terminated prior 
to the expiration of its full statutory term as shortened by any terminal disclaimer filed 
prior to its grant. 

I hereby declare that all statements made herein of my own knowledge are true 
and friat all statements made on information and belief are believed to be true; and 
further that these statements were made with the knowledge that willful false statements 
and the like so made are punishable by fine or imprisonment, or both, under Section 
1001 of Title 18 of the United States Code and that such willful false statements may 
jeopardize the validity of the application or any patent issued thereon. 

The undersigned is an attorney of record, Reg. No. 54,073. 



AmExp No. 20051318 
1824063-1 
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The Commissioner is hereby authorized to charge any fees which may be 
required, or credit any overpayment, to Deposit Account No. 19-2814. 



SNELL & WILMER LLP. 

400 East Van Buren 
One Arizona Center 
Phoenix, Arizona 85004-2202 
Telephone: (602) 382-6544 
Facsimile: (602) 382-6070 



Serial No. 10/710,309 
Attorney Docket No. 70655.1500 



Respectfully submitted, 



Dated: 



April 2L 2006 




Kirk Dorius 
Reg. No. 54,073 



3 
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